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REMARKS 

I. Introduction 

This amendment is in response to tine Final Office Action dated June 5, 

2009. 

Claims 1 , 3, 9-10, 13 and 25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent No. 6,651 ,086 to Manber in view of U.S. 
Patent No. 6,212,548 to DeSimone. Claims 5, 7, 1 1 and 19 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Manber and DeSimone and 
further in view of U.S. Patent No. 7,130,884 to Maehiro. Claims 2, 14 and 15 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Manber and 
DeSimone, in view of U.S. Patent No. 6,496,851 to Morris. Claim 4 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Manber and DeSimone, in 
view of U.S. Patent Publication No. 2003/0064807 to Walker, et al. Claims 6, 20 
and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manber, DeSimone, Maehiro, and in further view of Morris. Claim 8 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Manber, DeSimone, and 
Maehiro, and in further view of Walker. Claims 16-18 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Manber, DeSimone, and Morris, and 
further in view of Walker. Claims 22-24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Manber, DeSimone, Maehiro and Morris, and in further 
view of Walker. 

Claims 1 , 5, 9-1 1 , 13 and 19 are amended herein. No new matter is 
added by the amendments, which are supported throughout the specification 
and figures. In particular, support for the amendments may be found at least in 
the figures at element 815 of Fig. 8, and in the specification at page 36, lines 3- 
15. 



1195391.1 



13 



Application No.: 10/685,532 

Claims 1-1 1 and 13-25 are currently pending and remain for 
consideration. 

II. Rejection under 35 U.S.C. § 1Q3(a) 

In order to "establish prima facie obviousness of a claimed invention, all 
claim limitations must be taught or suggested by the prior art. " {In re 
Royka, 490 F.2d 981 , 180 USPQ 580 (CCPA 1974), emphasis added). 
According to the Supreme Court, "a patent composed of several elements is not 
proved obvious merely by demonstrating that each of its elements was, 
independently, known in the prior art," and it is "important to identify a reason 
that would have prompted a person of ordinary skill in the relevant field to 
combine the elements in the way the claimed new invention does." KSR Intern. 
Co. V. Teleflex Inc., 127 S.Ct. 1727, 1741 (2007). Furthermore, "when the prior 
art teaches away from combining certain known elements, discovery of a 
successful means of combining them is more likely to be nonobvious." KSR 
Intern. Co., 127 S.Ct. 1727 at 1740. 

Regarding claim 1 , the Examiner admits that Manber does not disclose 
the feature of "in response to receiving the second IM message from the 
second sender to the recipient, sending a query to the second sender, the 
query including an option to join the IM chat session". (Office Action: page 6, 
bottom). The Examiner relies on DeSimone as apparent disclosure of this 
feature at page 7 of the Office Action. However, the Office Action also states: 

. . . DeSimone does not explicitly disclose an 
option to Join the chat session being sent to a 
second sender is in response to an IM message, 

but does disclose that any participant in a chat room 
(i.e. an instant messaging session) can add a new 
participant (column 7 and 8, lines 54-58) and the 
functionality to conduct multiple simultaneous real- 
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time chat sessions (column 2, lines 30-37). That is to 
say, DeSlmone has the capability to have Mike (the 
recipient) receive a message from a second sending 
(creating a new chat session) and invite that second 
sender to the already established chat room 
between Dawn (first sender) and Mike. DeSimone 
just does not disclose that such a invitation 
would be responsive to a IM message. 

(Office action; page 7, bottom, to page 8, top; emphasis added). Applicants 
submit that the Examiner's conclusion that DeSimone has the capability to have 
a recipient receive a message from a second sender and invite that second 
sender to an already established chat session, even if true, which is respectfully 
not conceded, does not disclose the recited feature of claim 1 of in response 
to receiving the second IM message from the second sender to the 
recipient, automatically generating and automatically sending by an IM client 
a query to the second sender, the query including an option to join the IM 
chat session, as the Office action acknowledges at page 8, top. 

The Office action states that "a person of ordinary skill in the art has 
good reason to pursue the known options within his or her technical grasp...." 
(Office action; page 8, middle). Applicants respectfully submit however, that the 
feature discussed above is nof within the set of known options, since it is not 
disclosed in any of the cited references. Applicants therefore respectfully 
disagree with the Office action's assertion that it is an obvious and insubstantial 
modification to send an option to join a chat session in response to an IM 
message (Office action; page 8, middle). Such a modification is only obvious in 
light of improper hindsight reasoning. 

However, in the interest of expediting prosecution, applicants amend 
claim 1 to recite that "in response to receiving the second IM message from the 
second sender to the recipient, automatically generating and automatically 
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sending by an IM client a query to the second sender, the query including an 

option to join the IIVI chat session". Applicants respectfully submit that the 
hypothetical actions by a user discussed in the Office action, even if admitted to 
be obvious, which is respectfully not conceded by applicants, do not disclose or 
suggest the feature of amended claim 1 of automatically generating and 
automatically sending by an IM client a query. As admitted in the Office 
Action, DeSimone does not disclose sending an invitation in response to an IM 
message (Office Action; page 4, top). More importantly, applicants submit that 
DeSimone does not disclose that such a query is sent by an IM client 
automatically in response to receiving an IM message. Applicants submit that 
none of the prior art references disclose or suggest this feature of amended 
claim 1 , and therefore for at least this reason amended claim 1 is allowable. 

Since neither Manber nor DeSimone identically disclose or suggest the 
features of claim 1 discussed above, the combination of the references, which 
is respectfully not conceded, does not render claim 1 unpatentable. 

Applicants submit that none of the secondary references Maehiro, 
Morris, or Walker disclose the feature discussed above in regard to the 
allowability of claim 1 . Therefore, since claims 2-4 and 25 depend on allowable 
independent claim 1 , these claims are allowable for at least the same reasons 

as claim 1 is allowable. 

Independent claim 5 recites the feature of "in response to determining 
that an IM chat session is established between the recipient and the earlier 
sender, automatically generating and automatically sending by an IM client 
a query to the latter sender, the query including an option to join the IM chat 

session". Applicants submit that none of the cited references disclose or 
suggest this feature, and therefore the combination of the references, the 
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propriety of which is respectfully not conceded, does not render claim 5 
unpatentable. 

Since claims 6-8 depend on allowable independent claim 5, these claims 
are allowable for at least the same reasons as claim 5 is allowable. 

Independent claim 9 recites the feature of "an IM client for 
automatically generating and automatically sending, in response to 
receiving the second IM message from the second sender to the recipient, a 
query {0 the second sender, the query including an option to join the IM chat 
session". Applicants submit that none of the cited references disclose or 
suggest this feature, and therefore the combination of the references, the 
propriety of which is respectfully not conceded, does not render claim 9 
unpatentable. 

Independent claim 10 recites the feature of "a first sending component 
configured to, in response to receiving the second IM message at the receiving 
component, automatically generate and automatically send by an IM client 
a query to the second sender, the query including an option to join the IM chat 
session". Applicants submit that none of the cited references disclose or 
suggest this feature, and therefore the combination of the references, the 
propriety of which is respectfully not conceded, does not render claim 10 
unpatentable. 

Independent claim 1 1 recites the feature of "a first sending component 
configured to, in response to receiving the IM message from the latter sender at 
the receiving component, automatically generate and automatically send by 
an IM client a query to the latter sender, the query including an option to join 
the IM chat session". Applicants submit that none of the cited references 
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disclose or suggest this feature, and therefore the combination of the 
references, the propriety of which is respectfully not conceded, does not render 
claim 1 1 unpatentable. 

Independent claim 13 recites the feature of "computer-readable code 
adapted to instruct a programmable device to, in response to receiving the 
second IM message at the receiving component, automatically generate and 
automatically send by an IM client a query to the second sender, the query 
including an option to join the IM chat session". Applicants submit that none of 
the cited references disclose or suggest this feature, and therefore the 
combination of the references, the propriety of which is respectfully not 
conceded, does not render claim 13 unpatentable. 

Since claims 14-18 depend on allowable independent claim 13, these 
claims are allowable for at least the same reasons as claim 13 is allowable. 

Independent claim 19 recites the feature of "computer-readable code 
adapted to instruct a programmable device to, in response to receiving the IM 
message at the receiving component, automatically generate and 
automatically send by an IM client a query to the latter sender, the query 
including an option to join the IM chat session". Applicants submit that none of 
the cited references disclose or suggest this feature, and therefore the 
combination of the references, the propriety of which is respectfully not 
conceded, does not render claim 19 unpatentable. 

Since claims 20-24 depend on allowable independent claim 19, these 
claims are allowable for at least the same reasons as claim 19 is allowable. 
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III. Conclusion 

For the reasons discussed above, all pending claims are allowable over 
the cited art. Reconsideration and allowance of all claims is respectfully 
requested. However, if for any reason the Examiner should consider this 
application not to be in condition for allowance, the Examiner is respectfully 
requested to telephone the undersigned attorney at the number listed below 
prior to issuing a further Action. 

Any fee due with this paper not covered by an enclosed Petition may be 
charged to Deposit Account No. 06-2143. 

Respectfully submitted, 
/Brian E. Hennessey/ 



Brian E. Hennessey 
Reg. No. 51,271 
Attorney for Applicants 
Tel.: 973-530-2030 

Date: August 17, 2009 
AT&T Corp. 
Room 2A-207 
One AT&T Way 
Bedminster, NJ 07921 
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